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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1.704(b). 
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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1,8-11,13 and 20-23, are rejected under 35 U.S.C. 102(e) as being 
anticipated by Dunne, U.S. Patent Application Publication 2005/0075962 A1. 

1 . As per claim 1 and 13 : Dunne discloses a method of rating a financial 
investment, comprising: 

storing financial information about a plurality of financial investments including 
the financial investment and other financial investments (fig. 9; 0039; 0040); and 
calculating an index for the financial investment based on a comparison of the financial 
information of the financial investment with the financial information of the other financial 
investments such that the index is predictive of the financial investments future 
performance (see fig. 1 and 2 and 10; 0032). 
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8. As per claim 8 and 20 , Dunne further discloses the method, further comprising: 

« 

comparing the index to a predetermined retention index; and identifying whether the 
financial investment should be included in or excluded from a financial investment plan 
based on the comparison (0061; 0072). 

9. As per claim 9 and 21 . Dunne further discloses the method, wherein the 
financial investment is identified to be excluded from the financial investment plan when 
the index exceeds the predetermined retention index (0061). 

10. As per claim 10 and 22; Dunne further discloses the method, wherein the 
financial investments is identified to be included in the financial investment plan when 
the index does not exceed the pre-determined retention index (0061). 

11. As per claim 11 and 23 . Dunne further discloses the method, further comprising 
identifying over time when the financial investment has at least one of the expense ratio 
which exceeds a maximum expense ratio, the turnover rate which exceeds a maximum 
turnover rate, the one year percentile ranking which exceeds a maximum one year 
percentile ranking, the three year percentile ranking which exceeds a maximum three 
year percentile ranking, and the five year percentile ranking exceeds a maximum five 
year percentile ranking such that the financial investment is identified to be excluded 
when at least one of the maximum expense ratio, the maximum turnover rate, the 
maximum one year percentile ranking, the maximum three year percentile ranking, or 
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the maximum five year percentile ranking has been reached (0064; 0075; 0076). 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2—7, 12. 14-19 and 24, are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Dunne, U.S. Patent Application Publication 2005/0075962 A1 in view 

of Damschroder, U.S. Patent Application Publication 2003/0088492 A1 . 

2. As per claim 2 and 14 , Dunne failed to explicitly disclose the method, wherein 
the financial investment has an expense ratio and a turnover rate, the financial 
information includes an average expense ratio, and an average turnover rate, and 
wherein the step of calculating the index comprises: comparing the expense ratio to the 
average expense ratio to generate a compared expense ratio; comparing the turnover 
rate to the average turnover rate to generate a compared turnover rate. Dune however 
discloses calculating a percentile ranking for the financial investment for at least one 
trailing period of time (0006; 0010; 0060; 0073; 0080). 

Damschroder discloses the method, wherein the financial investment has an 
expense ratio and a turnover rate, the financial information includes an average 
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expense ratio, and an average turnover rate, and wherein the step of calculating the 
index comprises: comparing the expense ratio to the average expense ratio to generate 
a compared expense ratio; comparing the turnover rate to the average turnover rate to 
generate a compared turnover rate (0174; 0178; 0189). 

Accordingly, it would have been obvious to one of ordinary skill in the art at the 
time of applicant's invention to modify the method of Dunne and incorporate the 
method, wherein the financial investment has an expense ratio and a turnover rate, the 
financial information includes an average expense ratio, and an average turnover rate, 
and wherein the step of calculating the index comprises: comparing the expense ratio to 
the average expense ratio to generate a compared expense ratio; comparing the 
turnover rate to the average turnover rate to generate a compared turnover rate as 
taught by Damschroder in order to provide alternative method of calculating the index. 

3. As per claim 3 and 15 , Dunne further discloses the method, wherein the step of 
calculating the percentile ranking comprises: calculating a one year percentile ranking 
for the financial investment for the past one year; calculating a three year percentile 
ranking for the financial investment for the past three years; and calculating a five year 
percentile ranking for the financial investment for the past five years (see fig. 1,6 and 7; 
0010). 



4. As per claim 4 and 16 , Dunne further discloses the method, wherein the 
financial investment has a general investment category and a peer group category 
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within the general investment category, and wherein the average expense ratio is based 
on the general investment category, the average turnover rate is based on the general 
investment category, and the one year, three year and five year percentile rankings are 
based on the peer group category (see fig. 6, 7 and 9; 0019; 0100). 

5. As per claim 5 and 17 . Dunne further discloses the method, wherein the step of 
calculating the index further comprises: weighting the compared expense ratio, the 
compared turnover rate, and the one year, three year and five year percentile rankings; 
and summing the weighted expense ratio, the weighted turnover rate and the weighted 
one year, three year and five year percentile rankings (fig. 2 and 10). 

6. As per claim 6 and 18 . Dunne further discloses the method, wherein the 
compared expense ratio is weighted at 20%, the compared turnover rate is weighted at 
5% and the one year, three year and five year percentile rankings are each weighted at 
25% (fig. 10). 

7. As per claim 7 and 19 . Dunne further discloses the method, wherein the general 
investment category is one of a U.S. equity category, an international equity category, a 
taxable bond category, a U.S. balanced fund category and an index fund category 
(0012). 

12. As per claim 12 and 24 . Dunne further discloses the method, further comprising 
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calculating at least one of a median compared expense ratio, a median compared 
turnover rate, a median one-year percentile ranking, a median three-year percentile 
ranking and a median five year percentile ranking in the event at least one of the 
expense ratio, the turnover rate, the one year percentile rating, the three year percentile 
ranking and the five year percentile ranking is missing from the financial information (fig. 
11). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The reference cited to Damschroder, U.S. Patent Application 
Publication 2003/0088492 is a document considered relevant to the claimed invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Charles C. Agwumezie whose number is (571) 272- 
6838. The examiner can normally be reached on Monday - Friday 8:00 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on (571) 272 - 6712. The fax phone 
number for the organization where the application or proceeding is assigned is (703) 
305-7687. [Official communications; including After Final communications labeled "Box 
AF"]. (703) 308-1396 [Informal/Draft communications, labeled "PROPOSED" or 
"DRAFT"]. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
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applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct. uspto.gov . Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-21 7-91 97 (toll free). n 
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July 11,2005 




